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GLOBAL OVERVIEW

Global Overview

Joseph F Nicholson
Kenyon & Kenyon LLP

Historically this ‘global overview’ of the annual developments in
trademark law has tended to focus on the movement toward increased
harmonisation between countries, or groups of countries, in terms of
bringing laws, regulations and procedures more in line with existing
systems employed by the more advanced (read: ‘older’) trademark
protection and enforcement regimes. The result has typically been a
more or less predictable recitation of those countries which seemed
to be ‘coming up to speed’ and those which lagged behind, in some
cases woefully so.

Increasingly, however, we are seeing the pace of this activity speed
up fairly dramatically. This is not surprising — harmonisation is after
all, at its essence, a means for trademark stakeholders to achieve effi-
ciencies in their march toward globalisation, itself driven in part by
the same forces. Just as mechanisation drove the world toward indus-
trialisation, we see harmonisation of laws serve as a means toward
globalisation. As economic intercourse becomes more global, these
stakeholders are increasingly becoming better at anticipating, or at
least spotting, the issues that will likely arise as a company chooses
to expand from one market into another.

Nor is it any great surprise to see the increased speed at which the
numerous and not insignificant practical and political challenges to
these increasingly multinational brand owners are being overcome.
There are many things, large and small, to explain it. For example,
this is no doubt due in part to an increasing number of people and
organisations becoming more aware of, comfortable with and ulti-
mately involved in confronting national or regional issues with an eye
towards eliminating them as trade barriers. Among the key organisa-
tions that have played a pivotal role include the World Trade Organi-
zation (WTO), the Internet Corporation for Assigned Names and
Numbers (ICANN), and to a lesser degree, the International Trade-
mark Association (INTA). If anything has become all too apparent
during the ongoing global recession, it is the fact that isolationism,
and increasingly unilateralism, is simply not an option, whether the
discussion concerns banking, arms control, climate change, etc. There
is no reason why the laws of intellectual property rights should be
any different. With the internet and, to a certain extent, brands them-
selves, emerging as modern-day ‘commanding heights’ in the global
marketplace, we see even those countries that have long been lagging
in their reforms, apparently as a result of failing to see any immediate
incentive to change, now starting to recognise the importance of get-
ting aboard the train before it leaves the station, and thus directing
their efforts to become or stay relevant in the global marketplace by
playing catch up with new vigour.

There is another reason why presenting an annual ‘global over-
view’ of developments in trademark law presents a unique set of
challenges. It is the simple fact that, despite the quickening pace of
globalisation, a great many regions of the world remain at very dif-
ferent stages of advancement in the law generally, and in the devel-
opment of intellectual property (IP) laws in particular. So long as
there remain ‘developed’ countries and those described so often as
‘emerging markets’ trying to create, never mind harmonise, legal
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frameworks for the protection and enforcement of marks, the fact
that changes appear to be taking place faster than beforehand is
of minor real value when an individual trademark or brand owner
must still face the day-to-day realisation that issues of concern in
the ‘developed’ countries of the world (eg, emerging trends, such as
the treatment of AdWords, or evolving concepts, such as dilution’s
scope and breadth or what characteristics denote a ‘famous mark’)
are often remarkably different from those considered most important
and relevant in emerging markets. These tend to be faced with vastly
different social, economic and political pressures and influences (eg,
whether or not such a thing as a service mark or a collective mark
should even be recognised).

That is precisely why a book such as this one is more important
now more than ever before. For trademark owners, while it is all well
and good that the trend moves steadily toward increased harmonisa-
tion of laws governing the procurement, maintenance and protection
or enforcement of rights through a variety of forces, there are still
plenty of daily battles to be fought. It still is, by and large, a system
involving rights held by a huge number of states or other territories,
all with differing stakeholders set against a backdrop of differing
economic and political interests. It will continue to take time, in some
cases significant time, before internationally accepted laws of compe-
tition — including those related to trademarks — have acquired the full
level of appreciation and importance they deserve.

People often ask why this series is known as Getting the Deal
Through and it should be easily understood. The forces that drive
the change discussed herein are typical market forces, and the ‘deal’
is the object. Increasingly, businesses understand the inherent value
of a stable and reasonably predictable system to enable them to make
prudent decisions, with a key one being a system for the development,
maintenance and protection of their IP investments.

So while the process of change appears to be quickening, it
remains by its very nature a slow one, and is made even more so
when world events of a more urgent nature take centre stage, as we
have seen with the recent economic turmoil throughout the major
markets of the world. The fact remains that for the most part trade-
marks are still subject to country-by-country (or in some cases juris-
diction-by-jurisdiction) development and enforcement mechanisms,
and wide disparities still exist between the overall substantive rights
available to trademark owners, and the variety and scope of protec-
tions afforded, and remedies for violations of such rights.

For this reason, publications such as Getting The Deal Through
remain extremely useful as a reference tool for spotting important
issues — some of which may be critical considerations in one country
due a highly developed line of jurisprudence, and virtually unknown
in another. Similarly, even countries whose trademark laws are highly
evolved may hold remarkably dissimilar views from one to another
on a given issue.

Likewise, for further examples, it is important for the modern
trademark practitioner to be able to quickly learn how a particular
jurisdiction may determine what is to be treated as a ‘famous’ mark.
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This is the sort of thing a guidebook such as this one can provide at a
moment’s notice, thus providing a roadmap of the issues to be further
explored by way of more specific country-by-country inquiries.

As globalisation and integration of world markets become ever
more commonplace, yet also frequently more complex, quick refer-
ence guides such as Getting the Deal Through serve a very important
function for specialists and generalists alike, particularly as business
transactions place an increasingly important value on the IP involved.
Indeed, in many transactions, acquisition of the brand is what drives
the deal. This places particularly strong emphasis on deal participants
and their counsel, whose job entails gaining a keen understanding
and appreciation of the laws of all relevant jurisdictions. This pub-
lication is meant to be a starting point and a quick reference guide
in order to provide relatively specific country-by-country answers to
the most common questions that would be of primary significance in
formulating a strategy in the development of strong trademark port-
folios, as well as in the maintenance and protection of them, so that
the building blocks of a deal may be solidly in place — or problems
readily apparent — when such deals are being contemplated.

As one reads through the answers to these questions provided by
specialists in each of the many jurisdictions represented herein, it will
quickly become apparent that some countries are much further along
than others in having appropriate trademark laws and regulations
in place. For example, some countries, such as the US, have very
specific mechanisms designed to stop (or at least greatly reduce) the
importation of counterfeit and grey market goods into the country.
Other countries have no such rules whatsoever. Depending on the
industry in question, this could have an enormous impact on the
value of the brands involved.

As another example, the laws related to dilution (described very
generally as the protection of ‘famous’ brands) is in a very great
state of flux. In Mexico, for instance, it is possible to have a mark
issued a declaration of notoriety or fame. Once such a declaration is
granted, the owners of famous or well-known marks in Mexico will
be entitled to a broader scope of protection. On the other hand, in
the US, the concept of dilution of famous marks seems to be changing
almost from year to year. A Federal Trademark Dilution Act became
law in 2006, and the jurisprudence interpreting it is still very limited.
However, there is already increasing disagreement among various
circuit courts of appeal in the interpretation of key elements of the
statute, and federal claims based on foreign famous marks could well
be unavailable at least in one circuit.

These kinds of nuances are not meant to be thoroughly covered
in a publication of this kind, and there is no substitute for expert
legal advice in every jurisdiction relevant to specific brand owner’s
objectives. Hopefully, however, this publication serves to assist in
issue-spotting, and allows deal-makers a starting point from which
to gather important facts and formulate essential questions.

While progress toward increased harmonisation and clarity of
laws may seem slow, particularly in regions of the world experienc-
ing political or economic instability, it nonetheless continues to be
made. Spurred by the efforts of industry organisations, INTA, WIPO,
representatives of national or regional trademark offices and other
governmental and non-governmental influences, increased interna-
tional attention, industry lobbying and, in some cases, more targeted
legislation and enforcement, progress is being made on issues that
can often be critical to deal-makers looking to create, strengthen,
enforce (and increasingly transfer ownership of) global brands. These
developments naturally lead to increased challenges in the trademark
legal community, and developers and custodians of such brands must
be ever more focused on the global nature of their branding deci-
sions, taking great care from the outset in the selection and clear-
ance of a product or service name, as well as its configuration and
packaging. This is especially true in certain industry sectors, such as
pharmaceuticals, which have important public policy implications.
For this reason, industry-specific organisations are increasingly form-
ing and taking leadership roles to discuss and hopefully harmonise
the regulatory and legal burdens of the relevant trademark owners.
Boardrooms, too, are starting to take increasing notice of the cost
savings that can be gained by harmonisation of laws, both in terms
of securing protections in the first instance, but even more so in terms
of reducing packaging and distribution costs associated with cross-
border sales in multicultural marketplaces. With all the differences to
consider, whether they result from geographical boundaries, political
and regulatory issues or simply old-fashioned cultural divides, it is in
some sense amazing that any progress at all is being made towards
global harmonisation of trademark and related laws. But it is in the
pages of books such as this one that we see, year after year, progress
is being made, and the efforts of everyone working towards that
common goal should be encouraged and applauded.
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